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DECI S| ON ON APPEAL

Masao Ogawa et al. (appellants) appeal fromthe
exam ner’s final rejection of clains 1 through 5, which are
all of the clainms remaining in the application.

Clainms 1 and 4 are representative of the subject nmatter

on appeal and read as foll ows:

! Application for patent filed May 8, 1992. According to
the appellants, the application is a continuation of
Application No. 07/558,454, filed July 27, 1990.
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1. A water dispersible granule which is obtained by
granulating a m xture conprising a pesticide having a nelting
poi nt of not nore than 70<C, a cal ci ned product of
preci pitated hydrated silicon dioxide and a surface active
agent by the wet extrusion-granul ati on nmethod or conpaction
met hod.

4. The water dispersible granule of claim1l, which
further conprises a pesticide having a nelting point of nore
t han 70<C.

The references of record relied upon by the exam ner are:

Chan 4,753, 957 Jun. 08,
1988

Eur opean Patent Application having a publication nunber 0 106
164, Yuki kazu et al., April 25, 1984 (hereinafter referred to
as “Yuki kazu”)?

Clainms 1 through 5 stand rejected under 35 U . S.C. § 103
as unpatentabl e over the conbi ned teachings of Yuki kazu and
Chan.

W affirm However, because our reasoning is materially
different fromthat expressed by the exam ner and because our
reasoning relies on appellants’ adm ssion at page 1 of the

specification for the first tinme, we will denom nate our

affirmance as a new ground of rejection to afford appell ants

2 The examiner refers to this reference as “Sum tonp”.
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the procedural safeguards associated with 37 CFR 8§ 1.196(b).
Qur reasons for these determ nations follow

As evi dence of obviousness of the claimed subject natter.
under 35 U.S.C. § 103, the exam ner relies on the conbi ned
teachi ngs of Yuki kazu and Chan. The Yuki kazu reference
descri bes insecticidal wettable powders containing 10%to 80%
of an insecticide of liquid state at roomtenperature, about
3.33 %to about 27% of a cal cined synthetic hydrated silicon
di oxi de and a surface active agent, such as |ignosul fonates.
See page 1, lines 1-6, page 3, lines 1-26 and page 4, |ines
4-8. In exanple 10 at page 8 of Yuki kazu, wettabl e powders
havi ng 55 parts of malathion (insecticide), 40 parts of
cal ci ned white carbon (cal cined synthetic hydrated silicon
di oxide) and 5 parts of surface active agents (sulfonates) are
specifically formed. Optionally, a diluent can be added
together with cal cium carbonate or grape sugar during the
formati on of the wettable powders. See the paragraph bridging
pages 3 and 4. Appellants also do not dispute that the
Yuki kazu reference at page 4, lines 16-20, suggests addi ng an
addi tional insecticide which has a nelting point as high as
80<C. Conpare page 4 of the Answer with the Brief and the
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Reply Brief in their entirety. Al though the Yukikazu
reference, as argued by appellants, does not state that its
conmposition can be provided in granule form the Chan
reference indicates at the paragraph bridging colums 12 and
13 that a conposition simlar to one shown by Yuki kazu can be
f or mul at ed

as wettable powders or granular formulations. Note also

that both the conpositions of Yuki kazu and Chan can be
broadl y categorized as pesticidal conpositions. Mreover, we
observe that appellants acknow edge that “it has already been
known that solid pesticides can be fornulated into water

di spersible granules.” See specification, page 1, |lines 15-
18. Since wettabl e powders containing insecticides are in
solid formand since granul es and powders are conventiona
forms by which pesticides, inclusive of insecticides, are
used, Yuki kazu and Chan as a whol e woul d have suggested to one
of ordinary skill in the art to provide the insecticide
conposition of the type described by Yuki kazu in the known
forms, such as granules. This is especially true in the
present case since sinple observation by the skilled artisan
woul d have reveal ed that wettabl e powders woul d scatter away
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under wi ndy conditions due to their weight. See In re Ludwi g,

353 F. 2d 241, 244, 147 USPQ 420, 421 (CCPA 1965). |Increasing
t he wei ght of solid powders by making them dense, i.e.,
providing themin the formof granules, for the purposes of

i mprovi ng the handling of the insecticide conposition

descri bed by Yuki kazu woul d have been within the | evel of one

of ordinary skill in the art. See In re Sovish, 769 F.2d 738,

743, 226 USPQ 771, 774 (Fed. Cr. 1985).

Appel lants refer to the showi ngs in the Ogawa
decl arations filed under 37 CFR 8§ 1.132 and the exanpl es at
pages 28-29 of the specification, which are supposedly
directed to a conparison between the clainmed subject matter
and the closest prior art. See Brief, page 5, and Reply
Brief, page 2. According to appellants, the show ngs
denonstrate that the clained granul ates have better solubility
and suspension properties. See Brief, page 5. It appears
that appellants are relying on the show ngs to establish that
the clai nmed subject nmatter inparts unexpected properties over
that described in the closest prior art.

In assessing the sufficiency of the showngs in the



Appeal No. 94-4145
Application No. 07/882, 252

Qgawa decl arations and the exanpl es at pages 28-29 of the
specification, we are m ndful that appellants have the burden

of proof. See In re Klosak, 455 F.2d 1077, 1080, 173 USPQ 14,

16 (CCPA 1972); In re Heyna, 360 F.2d 222, 228, 149 USPQ 692,

697 (CCPA 1966). Upon nmaking a factual, evidentiary inquiry,

see In re Johnson, 747 F.2d 1456, 1460, 223 USPQ 1260, 1263
(Fed. Cir. 1984), we are convinced that appellants have not
met their burden.

W initially note that the clainmed subject matter is not

conpared with the closest prior art. See In re Baxter

Travenol Labs, 952 F.2d 388, 392, 21 USPQ2d 1281, 1285 (Fed.

Cr. 1991); Inre De Blauwe, 736 F.2d 699, 705, 222 USPQ 191,

196 (Fed. Gir. 1984). From our perspective, the closest prior
art is the Yuki kazu reference since it is directed to an
i nsecticide conposition which has the sane ingredients as that
cl ai ned. Appel | ants have not expl ai ned why the conparative
exanple in the Ogawa declarations is closer than that shown in
t he Yuki kazu reference.

W al so note that the showi ngs in the exanpl es at pages
28-29 of the specification are not reasonably commensurate in

scope with the degree of protection sought by the appeal ed

6



Appeal No. 94-4145
Application No. 07/882, 252

claims. See In re Kulling, 897 F.2d 1147, 1149, 14 UsSPQd

1056, 1058 (Fed. GCr. 1990). Wile the showings in the
exanpl es at pages 28-29 of the specification are limted to
enpl oyi ng particul ar amounts of specific pesticides, specific
cal cined silicon dioxides, specific surfactant and optionally
specific additional ingredients, the appeal ed clains are not
so limted. Appellants, however, have not offered any

evi dence to support the conclusion that the denonstrated
results based on Iimted exanpl es can reasonably be

extrapol ated to the plethora of pesticide conpositions having
mul tifarious ingredients enbraced by the appeal ed cl ai ns.

Mor eover, appell ants have not nade any avernents in the
specification that the denonstrated results referred to are
“unexpected”. Nor did appellants submt such avernents
t hrough the Ogawa decl arations. Accordingly, appellants
cannot be said to have established that the denonstrated

results are “unexpected”. See In re Geisler, 116 F.3d 1465,

1471, 43 USPQ 1362, 1366 (Fed. Cir. 1997).

Thus, having considered all of the evidence of record, we
determ ne that the evidence of obviousness, on bal ance,
out wei ghs the evi dence of unobvi ousness. Hence, we agree with
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the exam ner’s conclusion that the subject natter defined by
claims 1 through 5 would have been obvious to one of ordinary
skill in the art. Thus, we affirmthe exam ner’s decision to
reject clains 1 through 5 under 35 U. S.C. § 103.

Qur affirmance of the exam ner’s rejection of one or nore
clains contains a new ground of rejection pursuant to 37 CFR
8§ 1.196(b) (anmended effective Dec. 1, 1997, by final rule
notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203 Of.
Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)). 37 CFR
8 1.196(b) provides, “A new ground of rejection shall not be

consi dered final for purposes of judicial review”
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37 CFR 8§ 1.196(b) provides that the appellant, WTH N TWD

MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se one of the

following two options with respect to the new ground of
rejection to avoid termnation of proceedings (37 CFR
8§ 1.197(c)) as to the rejected cl ai ns:

(1) Submt an appropriate anendnent of the

clainms so rejected or a showing of facts relating to

the clains so rejected, or both, and have the nmatter

reconsi dered by the exam ner, in which event the

application will be renmanded to the exam ner.
(2) Request that the application be reheard

under 8§ 1.197(b) by the Board of Patent Appeals and

Interferences upon the same record. .

Shoul d the appellant elect to prosecute further before
the Primary Exam ner pursuant to 37 CFR 8§ 1.196(b) (1), in
order to preserve the right to seek review under 35 U. S.C. 88
141 or 145 with respect to the affirnmed rejection, the
effective date of the affirmance is deferred until concl usion
of the prosecution before the exam ner unless, as a nere
incident to the limted prosecution, the affirned rejection is
over cone.

If the appellant el ects prosecution before the exam ner
and this does not result in allowance of the application,

abandonnent or a second appeal, this case should be returned
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to the Board of Patent Appeals and Interferences for fina
action on the affirnmed rejection, including any tinely request
for rehearing thereof.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).

CHUNG K. PAK
Adm ni strative Patent Judge

JOHN D. SM TH )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
CAMERON VEI FFENBACH ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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Thonmas D. Pavel ko, Esq.

Dat son, Cole, Stevens & Davis, P.L.L.C
Suite 100

1400 K St., N W

Washi ngton, D.C. 20005-2477
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